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I. REAL PARTY IN INTEREST 

The Real Part)' in Interest is SEAGATE REMOVABLE STORAGE SOLUTIONS, LLC, 
assignee of the Application. This entity subsequently changed its name to Ccrtance, LLC which 
has since been acquired by Quantum Corporation as a wholly owned subsidiary. 
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II. RELATED APPEALS AND INTERFERENCES 

The present application (09/911,740) was the subject of Appeal No. 2005-0718 for which 
a decision was mailed on March 30, 2005. A copy of that decision is included with this Appeal 
Brief at the RELATED PROCEEDINGS APPENDIX beginning at page 23. 


Attny Dkt. No.: 6568/54026US2 


4 


09/911,740 


HI. STATUS OF CLAIMS 

Claims 1-9 and 11-20 are pending in this application, all standing under final rejection. 
Claim 10 was previously canceled. 
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IV. STATUS OF AMENDMENTS 

No amendment has been submitted subsequent to the mailing of the most recent Office 
Action dated February 13, 2006. 
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V. SUMMARY OF CLAIMED SUBTECT MATTER 

The present invention addresses and solves problems associated with the unloading of 
tape from a take-up reel to a single reel tape cartridge in a tape drive mechanism, and more 
particularly to preventing the detachment of the end of the tape from a hub filler during the 
unloading operation. (See page 5 of the written description of the Specification, last partial 
paragraph and first paragraph of page 6). A particular problem addressed includes maintaining 
of tension in the tape to prevent the detachment of the end of the tape. The unloading operation 
involves unloading of tape from the take-up reel in the tape drive to the single reel tape 
cartridge, which can then be removed In conventional tape drives, during the unloading 
operation, the motor coupled to the single reel of the tape cartridge and the guide arm motor 
must act cooperatively in order to maintain adequate tension in the tape that is attached to the 
hub filler. If the tape is not under adequate tension, there is a risk that the end of the tape will 
detach from the hub filler prior to the end of the tape being retracted into the cartridge. Over 
time, there is a possibility that one of the motors will run faster or slower than intended or 
originally calibrated. When this occurs, the tension in the tape may be decreased and result in 
the detachment of the end of the tape from the hub filler. If the end of the tape is inadvertently 
detached in this manner, the tape will become loose and unguided in the tape drive mechanism. 
One problem with such a detachment is that the tape drive mechanism may be "jammed" by the 
loose unguided tape. For instance, the loose tape may be "jammed" by the loose unguided tape. 
For instance, the loose tape may be caught between the hub filler and the guide rail. This may 
prevent movement of the hub filler, while torque is being applied to the hub filler by the guide 
arm. Consequently, an undue amount of pressure may be applied to the parts of the tape drive 
mechanism, permanently damaging the device. (See first full paragraph on page 3, continuing to 
page 4 of the written description.) 

The Appellants address and solve such problems by using the cartridge reel motor 412 
coupled to the tape cartridge 400 to retract tape 406 that is attached to a hub filler 402. The 
retracting tape 406 dra gs the hub filler 402 and guide arm 416 towards the cartridge 400. The 
frictional resistance of the hub filler (see page 8, last full paragraph), the frictional resistance of 
the guide arm (see page 9, first full paragraph), the frictional resistance of the guide arm motor 
(see page 9, third full paragraph), and magnetic resistance of the guide arm motor (see page 9, 
second full paragraph) maintain adequate tension in the tape. Additional tension may be 


Attny Dkt. No.: 6568/54026US2 


7 


09/911,740 


provided by stimulated electrical induction within the guide arm motor (see page 9, last full 
paragraph). By maintaining the tension, it is ensured that the leader pin will not be 
inadvertendy detached from the hub filler during transport along the guide rail (see page 8, last 
full paragraph). This tension is maintained by the drag force the hub filler exerts on the tape as 
the tape retracts into the cartridge. As described at page 10 of the specification, with the present 
invention, the tape 406 is not transported back to the single reel 417 by the hub filler 402, with 
the cartridge reel motor 412 operating only to take up slack, as in the prior art. Rather, it is the 
cartridge reel motor 412 that provides the torque to pull the tape 406 into the single reel 417. 
Tension in the tape 406 is controlled through the guide arm motor, guide arm and hub filler 
combination. 

Independent claim 1 includes a tape drive mechanism that has a hub filler coupled to a 
guide rail (refer to Figs. 3-5 - hub filler 402, guide rail 408; page 6, lines 21-22). Also included is 
means for preventing detachment of an end of tape from the hub filler during a tape unloading 
operation (refer to Fig. 3 and page 7, lines 6-8 which describes the hub filler402, guide arm 416 
and guide arm motor 414 arrangement). Regarding the means, the means has corresponding 
structure which is described in the specification as a combination of the guide arm 416, which is 
coupled to the hub filter 402, and the guide arm motor 414, which is also coupled to the guide 
arm 416. 

Independent claim 9 also includes a tape drive mechanism that has a hub filler coupled 
to a guide rail (refer to Figs. 3-5 hub filler 402, guide rail 408; page 6, lines 21-22). Claim 9 
further discloses a guide arm coupled to the hub filler and a guide arm motor coupled to the 
guide arm (refer to Figs. 3-5, guide arm 416, guide arm motor 414, page 7, lines 6-8). 
Additionally, the guide arm and the guide arm motor are arranged to controllably drag on a tape 
and thereby prevent detachment of an end of the tape from the hub filler during movement of 
the hub filler along the guide rail during an unload operation (refer to Figs. 4-5; page 6, lines 7-11; 
page 8, line 14- page 11, line 21). 

A method of preventing detachment of an end of tape from a hub filler during movement 
of the hub filler along a guide rail during an unload operation is disclosed via independent claim 
16. The method includes driving an end of tape with a tape cartridge motor in a direction away 
from a take-up reel (refer to Figs. 3-5; page 7, lines 21-23). The method also includes controllably 
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applying tension to the end of the tape in a direction toward the take-up reel (refer to Figs. 4-5; 
page 6, lines 7-11; page 8, line 14-page II, line 21). 
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VI. GROUNDS OF RETECTIONS TO BE REVIEWED ON APPEAL 

The grounds for rejection to be reviewed on appeal is the rejection of claims 1-9 and 11-20 
under 35 U.S.C. § 102(b) as being anticipated by Hamming (U.S. Patent No. 6,034,839). 
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VII. ARGUMENT 


The tortured prosecution history of this patent application is noteworthy. After two 
amendments, and then a Final Office Action, a first Appeal Brief was filed. In response to the 
first Appeal Brief, the Examiner re-opened prosecution with an additional Office Action. 
Another response was filed, and a Reply Brief. After a decision by the Board in the Appellant's 
favor, the Examiner re-opened prosecution by again rejecting the claims. iVluch to the 
Appellant's surprise, the Examiner dredged up a long-cited reference (the Hamming reference) 
for the rejections of the claims. Hamming was expressly disclosed by the Appellants in the 
background section of the present application as disclosing a prior art mechanism that actually 
presents the problems that the claimed subject matter addresses. Appellants are particularly 
distressed as the substance of the claims is essentially the same as when this application was 
filed. Given the already tortured history of the application and attendant costs, Appellants are 
also surprised that the Examiner, in the latest Office Action, fails to expressly examine the 
Hamming reference against all the limitations of each of the claims. 

Rejections u nder 35 U.S. C. 8 102^ over Hamming (U.S. Patent No. 6.034.839^ 

According to the iM.P.E.P., a claim is anticipated under 35 U.S.C 5 102(a), (b) and (e) 
only if each and every element as set forth in the claim is found, either expressly or inherently 
described, in a single prior art reference. Lack of novelty under 35 U.S.C. 5 102 requires the 
identical disclosure, in a single reference, of each element of a claimed invention such as to 
establish that the identically claimed invention is in the public domain and that such existence 
would have been recognized by one having ordinary skill in the art. InreSpada , 911 F.2d 70, 708; 
15 USPQ 2d 1655, 1657 (Fed. Cir. 1990). 

The Examiner's Position 

The Examiner appears to premise the rejection of all pending claims on Hamming's 
disclosure of the electro-mechanical calibration of the load arm motor 70 and motor driving reel 
12, in connection with some alleged "inherent" friction associated with various tape drive loading 
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and unloading elements. See February 13, 2006 Office Action at 3. The present invention and 
the Hamming reference both utilize, or can be used in conjunction with, a hub filler, guide rail, 
hub filler, guide arm, guide arm motor, single reel and cartridge reel motor. However, the 
similarities between Hamming and the claimed subject matter end there. The Examiner has 
mistakenly come to the conclusion that the mechanism in Hamming satisfies the limitations of 
the rejected claims and more particularly has come to the mistaken notion that Hamming also 
discloses the claimed functionalities. As discussed in more detail below, the Examiner's 
"inherent friction" theory is ill-considered and baseless. 

Claims 1-2 

Regarding claim 1, a claim that is cast in means-plus-function format must be interpreted 
within the guidelines of 35 U.S.C. § 112, 6 th paragraph. As stated in M.P.E.P. section 2182, the 
application of a prior art reference to a means plus function limitation requires that the prior art 
element perform the identical function specified in the claim. If a prior art reference teaches 
identity of function to that specified in the claim, then the Examiner carries the initial burden of 
proof to show that the prior art structure is the same as or equivalent to the structure, material 
or acts described in the specification that should have been identified as corresponding to the 
claimed means plus function element. 

The Examiner's showing fails to satisfy either prong of the two-part test required by 35 
U.S.C § 112, 6 th paragraph. In the present application, Hamming does not even reach the first 
prong of the test in identifying the function specified in claim 1. Claim 1 includes, among other 
things, "means for preventing detachment of an end of tape from the hub filler during a tape 
unloading operation." Hamming does not disclose a means for preventing detachment of an end 
of tape of the hub filler during a tape unloading operation. Instead, Hamming discloses that 
during the unloading operation, the motor 70 operates to actively drive the hub filler 100 toward 
the reel 12 as discussed in the following entry from Hamming: 
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Ouce the take-up reel 42 reaches the position depicted in 55 
FIG. 12, the rotation of reel 12 is temporarily slowed or 
stopped and the motor 70 us activated. The return trip of the 
hub filler 100 is caused by a reversal of the direction of 
rotation of the motor 70 as compared to the direction of 
rotation of the motor 70 during loading of the huh filler 100. 60 
The motor that drives reel 12 prevents slack from forming 
during the return trip of tlie hub filler 100 and the leader pin 
14 from the take-up reel 42 to the tape cartridge 10. A 
conventional electronic or mechanical method Ls used to 
prevent the motor driving reel 12 from rotating at a speed or 6i> 
with a torque that will cause the leader pin 14 to pull hard 
against the loading mechanism. 

^Hamming, column 9, lines 55-67 

In addition, all that Hamming discloses is that a motor drives the reel 12 to prevent slack 
from forming when the hub filler 100 moves back to its return position. Preventing slack and 
preventing detachment are not identical functions and one skilled in the art would not gain 
knowledge that the Hamming device prevents detachment of the end of the tape from the 
description in Hamming. For at least these reasons, the device in Hamming docs not perform the 
identical function claimed in claim 1. 

Still further, even assuming that Hamming discloses an identical function, the structure 
in Hamming for "preventing detachment of an end of tape from the hub filler during a tape 
unloading operation" is not the same as or equivalent to the structure disclosed in the instant 
application. As discussed above, the present invention utilizes the cartridge reel motor to 
retract the tape during the unload operation and drag the tape loading components (e.g., the 
hub filler, load arm and load arm motor), relying on the frictional resistance of the loading 
components to maintain adequate tension on the tape to prevent detachment of the tape end 
from the hub filler. On the other hand, Hamming discloses a mechanism where the hub filler 100 
and load arm 50 are actively driven by a motor toward the tape cartridge 10 during the unload 
operation . As Hamming discloses, this requires the motor driving reel 12 to be calibrated to 
rotate at a sufficient speed to take up any resulting slack. In addition, since the hub filler and 
load arm 50 are actively driven during the unload operation, there is essentially no "inherent" 
friction (upon which the Examiner erroneously relies) associated with the tape loading 
components of Hamming that perform the recited function. In other words, since the motor 70 
actively drives the hub filler and load arm, there is no 'inherent friction" that causes adequate 
tension in the tape. Rather, any "inherent friction" between or among the components described 
by the Examiner is overcome by che motor 70. Indeed, this is why, in Hamming, calibration of 
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the motor driving reel 12 and the load arm motor 70 is required. Accordingly, claims 1 and 2 are 
allowable over Hamming. Still further, claims 3 to 8 are also allowable as depending from an 
allowable independent claim, in addition to the reasoning that follows. 

Claims 3 and 9 

Claim 3 discloses for the guide arm and the guide arm motor are arranged to provide drag 
on a tape during an unload operation. Claim 9 similarly provides that the "guide arm and guide 
arm motor are arranged to controllably drag on a tape/ As discussed above, this aspect of the 
claimed embodiments is simply not disclosed by Hamming as the guide arm motor and guide 
arm are actively driven during a loading operation. As stated above, Hamming discloses that the 
motor 70 actively drives the hub filler 100 back toward the reel 12 during the unloading 
operation (Hamming, column 9, lines 55-67). Hamming expressly states that during the 
unloading operation, the reel 12 is operated to prevent slack from forming in the tape while the 
hub filler 100 is driven by motor 70. In other words, slack would be formed in the tape in the 
Hamming device if the reel 12 were not to rotate during the unloading operation. Considering 
this, it cannot be said the motor 70 and the hub filler 100 in Hamming are arranged to 
controllably drag on the tape. Furthermore, it has not been established in the February 13, 2006 
Office Action where it is disclosed in Hamming that the motor 70 and the hub filler 100 
controllably drag on the tape. Therefore, claims 3 and 9 are allowable. Claims 4-8 are also 
allowable as depending from claim 3. In addition, claims 11-15 are allowable as being dependent 
from allowable claim 9 in addition to any separately argued reasoning set forth herein. 

Claims 4, 7, II, and 14 

Claim 4 specifies that the guide arm and the guide arm motor arc arranged to be dragged 
by the tape being unloaded from the tape drive mechanism. Claim 7 states that the guide arm 
motor is arranged to provide tension by magnetic resistance within the guide arm motor. Claim 
II provides for similar limitations. Claim 14 depends from claim 11. These limitations are 
explained by the following entry from Appellant's specification: 

The present invention provides an improved method and apparatus of 
preventing the detachment of an end of tape from hub filler during 


Attny Dkt. No.: 6568/54026US2 


14 


09/911,740 


movement of the hub filler along a guide rail during an unload operation of a 
tape drive mechanism. Detachment is prevented by a retracting tape 
dragging the hub filler along the guide rail, so as to maintain adequate 
tension that prevents detachment of the tape from the hub filler. The hub 
filler, which is coupled to the tape, guide arm, and guide rail, is arranged to 
have adequate drag force to maintain tension in the tape and prevent damage 
to the tape. The drag force is at least partially attributed to the frictional 
forces of the hub filler, guide rail, guide arm, and the guide arm motor. 
Further, the drag force may be at least partially attributed to and controlled 
by the magnetic resistance of the guide arm motor and/or the electrical 
induction of the guide arm motor. - Appellants specification, page 11, second 
full paragraph 

Some of the forces that partly make up the drag force are indicated by Appellants Fig. 5: 



-Appellant's Figure 5 

Ft is the force being applied to the hub filler 402 by the tape 406, F A is the force being 
applied to the hub filler 402 by the guide arm 416 and Fc, is the frictional force being applied to 
the hub filler 402 by the guide rail 408. As can be seen, F A and Fg are providing a drag in a 
direction opposite to that of Ft- In marked contrast, Hamming teaches a mechanism where the 
hub filler is actively driven back toward the cartridge during an unload operation, while the 
cartridge reel merely takes up resulting slack in the tape. Accordingly, in Hamming, the force, 
Fa. associated with the hub filler and guide arm are applied in the same direction as Fj. 
Furthermore, the resulting force negates any "inherent" frictional force between the hub filler 
and the guide rail as a means of tensioning the tape. In view of the foregoing, claims 4 and 7 are 
allowable. 
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Claims 6,8, 13, 15, and 16 

Claim 6 provides for a force to be applied to the hub filler in an opposite direction that 
the hub filler is traveling in the unloading operation. The force results from the electrical 
induction, frictional resistance of the hub filler and frictional resistance of the guide arm. Similar 
to claim 6, claim 8 also provides for a force to be applied to the hub filler in an opposite direction 
that the hub filler is traveling in the unloading operation. The force of claim 8 is created by the 
magnetic resistance of the guide arm motor, frictional resistance of the guide arm motor, 
frictional resistance of the hub filler, and frictional resistance of the guide arm. Claim 15 includes 
similar limitations to the foregoing claims 6 and 8. In addition, independent claim 16 includes 
"driving an end of tape with a tape cartridge motor in a direction away from a take-up reel; and 
controtlably applying tension to the end of the tape in a direction toward the take-up reel/ 

Hamming fails to disclose or fairly suggest any of these limitations. Rather, as discussed 
in the preceding section, Hamming teaches that a guide arm motor simply drives the hub filler 
away from the take-up reel, while a cartridge reel takes up slack in the tape. Hamming fails to 
disclose the application or use of any force in direction opposite to that of which the hub filler is 
traveling during an unloading operation. Accordingly, claims 6, 8, 13, 15 and 16 are therefore 
allowable. Claims 17-20 are allowable as being dependent from allowable claim 16 in addition to 
any separately argued reasoning stated herein. 

Claims 5, 12, and 18 

Claim 5 provides that "the guide arm motor under control of a controller is arranged to 
provide tension on the tape by electrical induction within the guide arm motor/ Claim 12 states 
that the "guide arm motor under control of a controller is arranged to provide tension by 
stimulated electrical induction within the guide arm motor/ Claim 18 includes similar 
limitations. 

Hamming fails to anticipate claims 5, 12 and 18. For example, Hamming fails to disclose 
or fairly suggest a guide arm motor that maintains tension by electrical induction under control 
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of a con troller. Rather, as discussed above, Hamming teaches that a guide arm motor simply 
drives the hub filler back, while a cartridge reel takes up slack in the cape. 
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VIII. CONCLUSION 

Appellants respectfully submit that the final rejections of the claims are not legally or 
factually viable and that a prima facie case under 35 U.SC. § 102 has not been properly 
established. Appellants therefore respectfully solicit the Honorable Board to reverse each of the 
Examiner's rejections. 


Respectfully submitted, 

LAW OFFICE OF MARK J. SPOLYAR 


/Mark 1. Spolyar/ 
Dated: September 13, 2007 Mark J. Spolyar 

Reg. No. 42,164 


Customer No. 30505 
Law Office of Mark J. Spolyar 
2200 Cesar Chavez Street, Suite #8 
San Francisco, CA 94124 
Telephone: (415) 826-7966 
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IX. CLAIMS APPENDIX 

1. A tape drive mechanism comprising: 
a hub filler coupled to a guide rail; 

means for preventing detachment of an end of tape from the hub filler during a tape 
unloading operation. 

2. The tape drive mechanism of claim 1, wherein the means for preventing detachment 
comprises: 

a guide arm coupled to the hub filler; and 
a guide arm motor coupled to the guide arm, 

3. The tape drive mechanism of claim 2, wherein: 

the guide arm and guide arm motor are arranged to be dragged by the tape being 
unloaded from the tape drive mechanism. 

4. The tape drive mechanism of the claim 3, wherein: 

the guide arm and the guide arm motor are arranged to provide drag on a tape being 
unloaded from the tape drive mechanism. 

5. The tape drive mechanism of claim 4, wherein: 

the guide arm motor under control of a controller is arranged to provide tension on the 
tape by electrical induction within the guide arm motor. 
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6. The tape drive mechanism of claim 5, wherein the electrical induction, frictional 
resistance of the hub filler, and frictional resistance of the guide arm applies force to the hub 
filler in an opposite direction to a direction that the hub filler is traveling in the unloading 
operation. 

7. The tape drive mechanism of claim 4, wherein the guide alui motor is arranged to provide 
tension by magnetic resistance within the guide arm motor. 

8. The tape drive mechanism of claim 7, wherein the magnetic resistance of the guide arm 
motor, frictional resistance of the guide arm motor, frictional resistance of the hub filler, and 
frictional resistance of the guide arm apply force to the hub filler in an opposite direction to a 
direction that the hub filler is traveling in the unloading operation. 

9. A tape drive mechanism comprising: 
a hub filler coupled to a guide rail; 

a guide arm coupled to the hub filler; and 

a guide arm motor coupled to the guide arm, wherein the guide arm and the guide arm 
motor are arranged to controtlably drag on a tape and thereby prevent detachment of an end of 
the tape from the hub filler during movement of the hub filler along the guide rail during an 
unload operation. 

10. (Canceled) 
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11. The tape drive mechanism of claim 9 wherein the guide arm and the guide arm motor are 
arranged to be dragged by the tape being unloaded from the tape drive mechanism. 

12. The tap drive mechanism of claim 9 wherein the guide aiiii motor under control of a 
controller is arranged to provide tension by stimulated electrical induction within the guide arm 
motor. 

13. The tape drive mechanism of claim 12, wherein the electrical induction, factional 
resistance of the hub filler, and factional resistance of the guide arm applies torque to the hub 
filler in the opposite direction to a direction that the hub filler is traveling in the unloading 
operation. 

14. The tape drive mechanism of claim 11, wherei n the guide arm motor is arranged to 
provide tension by magnetic resistance within the guide arm motor. 

15. The tape drive mechanism of claim 14, wherein the magnetic resistance of the guide arm 
motor, factional resistance of the guide arm. motor, .factional resistance of the hub filler, and 
factional resistance of the guide arm apply force to the hub filler in an opposite direction that 
the hub filler is traveling in the unloading direction. 

16. A method of preventing detachment of an end of tape from a hub filler during movement 
of the hub filler along a guide rail during an unload operation, comprising the steps of: 

drivi ng an end of tape with a tape cartridge motor in a direction away from a take-up 
reel; and 
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controllably applying tension to the end of the tape in a direction toward the take-up 

reel. 

17. The method of claim 16, wherein: 

the step of applying tension comprises the farther steps of: 
providing tension through a guide arm coupled to the hub filler; and 
providing tension through a guide arm motor coupled to the guide arm. 

18. The me thod of claim 17, wherein the step of providing tension through a guide arm motor 
comprises the further step of providing tension in the guide arm motor through electrical 
induction within the guide arm motor. 

19. The method of claim 17, wherein the step of providing tension through a guide aiiu motor 
comprises the further step of providing tension in the guide arm motor through magnetic 
resistance within the guide arm motor. 

20. The method of claim 17, wherein the step of providi ng tension through a guide arm 
comprises the further step of providing tension in the guide arm through frictional resistance of 
the guide arm. 
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X. EVIDENCE APPENDIX 
No evidence under 5 1.130, 1.131 or 1.132 has been submitted. 
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XI. RELATED PROCEEDINGS APPENDIX 

Starting on the next page is a copy of the decision rendered for Appeal No. 2005-0718. 
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The opinion in support of the decision being entered today was 
not written for publication and is not binding precedent o£ the 
Board. 


UNITED STATES PATENT AND TRADEMARK OFFI 


BEFORE THE BOARD C>P PATENT APPEALS 
AND INTERFERENCE 



m 12005 
MW&E 


I 


EK parte TURGUY GOKER, JOHN A, HMflMIHG, RUSSELL A, BAUER 

and KEKFTON REDHEAD 


&ppial No. 2005-07:16 

Application 09/M 1,73d 


m BRIEF 


MAR S <> 2005 

aOARDOF PATEWT APPEALS 

amp ihnEf?FgReHca „ 


B^or© ywWRTOfttr. ^cGOADE, and kase, ; A<2mlni.^trifcivd Patent 
TOftNKFGRT Actalxa* Native Patent Judge. 


DECISION OM MFH/Ui 

fltis 13 a decision on appeal from the examiner 1 si non-final 
rejection, in the Office action mailed February 10, 2004, of 
claims 1 through 9 and 11 through 20, all a£ the claims r*malMmr 
in trhfc application. Claim ID hag boen canceled. 
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Kppeai Wo. 2005-0719 
Application 09/311,740 


As not&d on page 1 of the zrpettificafcioft, appellant*' 

invention relates to a method and apparatus to maintain tension 

la a tape being unloaded £rom a t#pe d£tv* mechanism. More 

specifically, it t$ indicated 111 ehe» paragraph bridging pagoa 4 

and 5 of the specif idat ion that 

[tjhe tape loading mechanism of the present invention, 
during an unloading operation, uses a motor coupled to a 
tape cartridge to retract tape that is attached to a hub 
,f illor . The retracting tap V drags the hub filler and guido 
aria towarda the cartridge* In «mbodirnent» of the present: 
invention, the frictions! resistance of the hub filter, 
frictional .resistance of the guide arm/ the fractional 
resistance of the guide arm motor/ and tho magnetic 
resistance of the guide arm motor maintain adequate tension 
in the tape. In embodiments: of the present invention, 
additional tension la provided by stimulated electrical 
induction within the guide ninn motor. 

The aboVe-notcd tsnMon maintained on tha tape during an 

unloading operation is specifically provided so aa to prevent the 

detachment of -the end of the tape* {at .4 04) from the hub filler 

(402) during a tape unleading operation. 


Independent claims l t 9 and 16 are representative of the 
subject Mttra on appeal m$ a copy of those claims may , ; b& found 
in tha Appendix to appellant^ brief. 
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Appeal No. 2005-0718 
Application 09/911 ,740 

The prior art references xolied upon by the examiner in 
rejecting the appealed claims are: 

Rue«er 4,3-99,936 Aug. 23, 1983 

Ohohica 0 467 143 A2 CJan , 22, 1992 

1 European Patent 'Application I 

Claims 1 and 2 stand rejected tinder 35 U.S.C. § 102(b) as 
being anticipated by ohshifca. 

Claims 3 tiirough 9 and 11 through .20 stand rejected under 
35 u.'S.c. § 103 U) as being unpatentable over Ohahita in view of 
ftuegei-. 

Rather than attempt to reiterate the examiner's full 
eanunentary with regard to thB abo^e -noted rejections and the 
conflicting viewpolnta advanced by the exnminor and jippollants 
regarding those rejections, we ma:ke reference to the examiner' & 
answer (mailed September 9, 2004) for the reasoning in support of 
the rejections, and to appellants' brief < filed May 6, 2004) a nc i 
reply brief < filed November 9, 20O4) for the arguinentg 
thereagainst. 
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OPINIO^ 


In reaching our decision in thia appeal, we have givsii 
careful consideration to appallUiata' tpuciflcation and olainits, to 
the applied prior art references, and bo the respective positions 
articulated by appellants and the examiner. Aa a consequence of 
our review, we have made the determinations which follow. 


With regard to the rejection of claims 1. and. 2 under 
35 O'.S.C. § 102 fb), the examiner has pointed us to Figure 3 of 
Ohshita and urged that the tape threading mechanism mon therein 
comprises *» hub Ciller (leader bloc* 3) coupled to a guide rail 
(5b) and means (including * guiae aim (17, 18) coupled to hub 
filler 13) and a guide arm motor (21) couplod to the guide arm) 
£ov preventing detachment oE an end of tho tape (2) from the huh 
filler (3) during a tape unloading operation. More particularly, 
it is the examiner's view (answer, page 6) that Ohshita shows the 
guide a,rm (17, IB) and motor (21) being dragged, sine* the tape 
c«tridg«a (l) winds tha tape <2> which in a.ctach«d to thu hub 
filler (3), and the hub filler is coupled to the guide arm (17, 
18). According to the examiner, even if the guide arm motor 121 I 
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rotates in the same direction with the cartridge ntoto*, in order 
to wind, the cartridge motor must necessarily subject the tape to 
tension and thereby drag tha tope, hub Ciller, guid© arm and 
motor . 

After having carefully reviewed the Ohshita reference, we 
find no teaching or diaciosuxs therein adequate to support the 
•stamina? 'a tfeterminii felon that during an unthreading /rewinding 
operation, wherein the leader block (3) is moved from the machine 
take-up reel (a) back int;o tha cartridge (1). the tape (2) must 
©£ neceoslty be under tension anc3 thereby drag the hub 
filler /leader block i3). guide arm (17. 18] and guide arm motor 
(21> so as to inherently produce a force for preventing 
detachment of the end of the tape from the hub filler/leader 
block (3) during a tape unloading operation. 

In the first place, we note that it is clear Cram the 
diooloouve of Ohohita that the end of tape (2) la secured to the 
leader block (3) in an essentially permanent maimer so that ehe 
leader block is carried by and remains part of the tape and 
cartridge 111. Mote particularly Figurea 1(a) through l|c) of 
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Ohohito. By contrast, In the application before ua on appeal, 

the hub filler (402) Is pare of the tape machine itself and the 
end of the tape (406) ia connected to the hub filler by removable 
engagement of a leader pin (404) in a slob in the hub filler , 
Note Figure* 1.-3 of the present -application and the disclosure 
therein on pages 1-4. Thus, the arrangement in Ohshita wherein 
the tap© 12) is secured to the leader block/hub filler (3) would 
apparently not be iaubject to the problem addressed by appellanta, 
Bince It appears that the end of tape (2) will not become 
disengaged from the leader block 7 hub fillar <3) during an 
unloading/rewinding operation . 

Moreover, while we would agree with the examiner that the 
tape (2} of Ohshita is apparently under tension during the 
Initial rewinding of the tape from the inachin© taka-up tool (4) 
back into the cartridge (1), it appears that when the guide arm 
motor (21) is energized during the last atage of the unwinding 
operation so as to drive arms {17, IB) to pull the leader 
block/hub f.MW (3) out of the groove (<ia> In the take-up reel 
and itove the leader block back to a position for insertion into 
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the cartridge (Ohshita, col. 4, li ne3 32-40\ , the last gegtnent of 
tape (2) will merely translate as the arm (17, 18) and motor <21) 
roovd th© leader block |3j in the same direction a a the travel 
direction oC the taps and the motor (unshovn) driving the tape 
reel of the cartridge (1) operates to take-up slack in the tape. 
As a result, it is pure speculation and conjecture on the 
examiner's part to assert that the tape (2 1 muftt of neoeeaity be 
under tension and thereby drag the hub filler/leader block (3), 
guide arm (17, ie> and guide aria motor (21) ©o as to inherently 
produce a force for preventing detachment of the end of the tape 
from the hub filler/leader block (3) during a tape vnloadlng 
operation. 

We also agree with appellants' discuss!©* in tho brief 
ipagofi. of the re<julrem«»t io any evaluation of a "means-. 

Plus-function* clause under 35 U..S.C. § 112, sixth paragraph, for 
such clause to be construed *to cover the corresponding 
structure, material, or acts described in the specification and 
any equivalents thereof." in tho present case, the examiner 
clearly has not established that the structure of ohshita is the 
same as that described in appellants' application or an 
equivalent thereof. 
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Thu.$, for the above reasons, we will not , sustain the 
examiner's rejection of Independent claim 1, or claim 2 which 
depends therefrom, under 35 0,S,C. S 102(b) as being anticipated 
by Oh&hitft.. 

Concerning the examiner 7 s rejection of claims 3 through 9 
and 11 through 20 undex 35 U.g..C. § 103(a) based on the combined 
teachings of Oh&lviba and Ruager, we find no suggestion or 
motivation in the applied refsrenxea which would have led one of 
ordinary skill in the art at the time* o£ appellants' invention to 
combine Oh shit* and Ru«ig«T in the* particular manner utrgtad by rhe 
examiner. In light of the express disclosure In Oh shite (col. 4, 
lines 32-40) that the arm (17, 18) and motor {21) axe operated to 
PU.ll the Isader block: (3) towards a position to be inserted into 
fch« mtxxKi^ (1) *ati that timing insertion the arm (17, 10) 
operates to push the leadex block against the opposing force of 
the tongue <la) provided on cartridge (1), we find no reason that 
an artisan would attempt to modify th© tape feeding mechanism of 
Ohshita so that tho guida arm (17 f 10) and motor <21) therein 
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wpuid b& "dragged by the tapa" aa is urged by the examiner, even 
though this is described as one possibility in Rugger' s tape 
threading apparatus! (col. 7, lines 12-22), 

Moreover, w© observe that the mare fact that the prior art 
could be modified in the manner urged by the examiner would not 
have made such modification obvious unless the prior art 
*ugg«*cad the desirability of the Jtsodirl cation, xn...x* 
fiordon , 773 f ,2d £00, $02, 221 VSfQ. 1125, 1127 (red. Cir. ld«4) 
and In... re Frifcoh , 972 F.2d 1260, 126$ n.14, 23 USPQ2d 17-BO, 

1783-8-4 n.1.4 (JFed. Cd t, 1992). Jin we noted, ©hove, in this eame, 

the applied reiexancea to Ohshita and auegsr provide no such 
teaching or suggestion regarding the desirability of such a 
modification. 

From our perspective, the fexaM-ner has relied upon 
impermissible hindsight and used appellants' claimed invention as 
an instruction manual or "tejupla t»" in aa attempt to piece 
together disparate reaching* of the. prior &*t so that the claimed 
Invention is rendered obvious. This approach to a determination 
of obviousness is improper and cannot be sanGtioned by this 
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6 °" rd * I n « rc™* ' » 33 ssv, ie 0SPQ2d m5# m$ 

cxr. itoi, and inunmaM^ . PljtnilJ:il#l ^ rr „ rr|1 ?7<) p ^ 

1132, 1138, 227 USPQ 543, 547 (Fed. Cir. 1985) . 

Sine, the t«chln W and auggeationa found In Ohahita and 
RUe9eC WOUld not ha - e «*■ tfte subject matter as * whole of 
^pendent claims 3 thxou gh 0 or in^pondent clainM, 9 attd 1G on 
mml obviou, to one of ordi RBlfy iUl tha att , t f;ho ^ . f 

•PP.ll.ot.. Invent, m mst rtftw# t0 SU3tain th0 eJtaffliner<3 
rejection ot those cla.^, « or dependent clai* S n thrcmgll 15 
and n through 20 under 35 u.s.C. § 103(a). 
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In guijintary.* we hav# xefiuaed to sustain the examiner ' b 
rejection of claims 1 and 2 under 35 U,S*C> § 102(b) based on 
Ohshita and the rejection of claims 3 through 9 and 11 throuoh 20 
tindttif 35 I 103(a) baaed, on Qhihitft in view o£ Rucgar. 

Thus, tihe? decision of the examiner to reject the claims oi the 
present application is reversed. 


CEP:p»c 


CHARLES E. FRANKFORT ^' ) 

^wtaiiniatrative Patent Judge ) 

) 




I 

P. McQUADB I 
Administrative Patent Judge ) 

ftSFFJRBY V, UhSB j 

A<^n»lniatrfttive patent duttsre I 
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John A. Nankins 
McDerrnotL, Will -6 Eineiry 
600 13" 1 Street, .N.w. 
Washington, DC 20005-3096 
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